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TIME: 



11/10/2003 



12:35 PM 



TOTAL NO. OF PAGES, INCLUDING COVER: 



16 



The attached Information is CONFIDENTIAL and is intended only for the iim Of the addresses) named a bove._ tt^ea^er of this 
message is not the intended recipient® or the employee or agent responsible for delivering the message to the intended ^dplentOO. 
SeasTnote that any dissemination, distribution or copying of this comminution b strictly prohibited. Anyone who ^receives .flu 
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MESSAGE: (900 CHARACTER LIMIT) 

U.S. Patent Application Serial No. 09/478,977 
Inventor: Peter C BROOKS 

Fil d: January 6, 2000 rt „ 

Title: METHOD AND COMPOSITION FOR ANGIOGENESIS INHIBITION 

PLEASE SEE THE ATTACHED PETITION AND SUPPORTING DOCUMENTS. 



Thank you, 
Barry M. Shuman 



TELECOPY/FAX NUMBER: 
CLIENT NUMBER: 
ATTORNEY BILLING NUMBER: 
CONFIRMATION NUMBER: 



FOR INTERNAL PURPOSES ONLY 

(703) 892-9306 

89188.0007 

2758 

(703) 308-1234 
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Application Serial No. 09/478,977 



T-28Z P. 002/016 F-845 
PATENT 
13761-727 ( 89188 - 000 ^ ECE|VED 

CENTRAL FAX CENTER 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In xe application of: 

Peter C. BROOKS 

Serial No: 09/478,977 

Filed: January 6, 2000 

For- METHOD AND COMPOSITION 

FOR ANdTOGENBSIS INHIBITION 



Art Unit: 1642 
Examiner: Harris, Alana M. 



NOV 1 0 2003 



OFFICIAL 



P RTTTION TO "RESET A PRRIOD FO R REPLY 
mm TO LA TP, RECEIPT OF AN OFFICE 
ACTION UNDER MPEP §710.06 

Commissioner for Patents 
P. O. Box 1450 

Alexandria, Virginia 22313-1450 



I hereby certify that this correspondence 
Is being transmitted via facsimile ((703) 
308-4242) to: 
Commissioner for Patents 
P. O. Box 1450 

Alexandria. Virginia 22313-1450, on 
November 10. 2003 



Date of Deposit 

Barry M. Shuman Rad. N o SO 220 

'Signet re Date 



Dear Sir: 

Applicants are in receipt of an Office Action dated May 13, 2003 in 
connection with the above-identified application, which was faxed to the applicants 
on November 7, 2003 by Julia K. Batts of the Technology Center 1600. A copy of 
the facsimile cover sheet is included. Also, included is a copy of the front page of the 
Office Action as faxed, which shows the date and the time the fax was received by 
applicants at the correspondence address (Exhibit A). 

On October 23, 2002, applicants filed Continuing Prosecution Application 
containing the following new correspondence address (see Exhibit B, page 4, item 
10): 
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Application Serial No. 09/478,977 ^ ^ g™*™ 

William E. Thomson, Jr. 
Hogan & Hartson, L.L.P. 
Biltmore Tower 

500 South Grand Avenue, Suite 1900 
Los Angeles, CA 90071 
Telephone: (213) 337-6700 
Fax: (213) 337- 6701 

The postcard evidencing the receipt of the CPA request with the request for 

address change is enclosed (see Exhibit B, page 1). On March 12, 2003, PTO mailed 

the Corrected Filing Receipt acknowledging CPA to the old correspondence address 

at McCutchen, Doyle, Brown, and Enersen LLP (Exhibit C, page 1). McCutchen 

forwarded the Corrected Filing Receipt to the attorney for the applicants at the new 

correspondence address on March 19, 2003 (Exhibit C, page 3). The Notice of 

Publication of Application dated June 19, 2003 was also mailed to McCutchen. 

McCutchen forwarded the Notice to the attorney for the applicants at the new 

correspondence address on July 21,2003 (Exhibit C, page 4). 

On October 31, 2003, while conducting a routing review of the file, the 

attorney for the applicants discovered that over a year has elapsed since the CPA 

filing and no Office Action has been received. The search of the Patent Application 

Information Retrieval has reveled that an Office Action was mailed on May 13, 2003 

(Exhibit D, page 1). Attorney for the applicants contacted McCutchen to find out 

whether the Office Action has been received at the old mailing address. Edwina 

Felini of McCutchen checked the files and did not find any records reflecting a 

receipt of the Office Action. She also noted that it is their normal business practice 

to promptly forward all correspondence from the PTO to the new attorney in the 
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Hov-10-03 



02:15pm 



From- 



T-28Z P. 004/01 6 F-845 



Application Serial No. 09/478,977 



PATENT 
13761-727 (89188.0007) 



cases that they are not handling anymore. At the request of the attorney for the 
applicants, on November 7, 2003, Julia K. Batts of the Technology Center 1600 
faxed the Office Action of May 13, 2003. 

The non-extendible six-month-period for reply to the Office Action of May 13, 
2003 ends on November 13, 2003, which is less than a week from the date the Office 
Action was received by the applicants for the first time. Since a substantial portion 
of the set reply period had elapsed on November 7, 2003, applicants respectfully 
request the Examiner to reset the time for responding to the Office Action. 
Applicants believe that the mailing date of the Office Action should be reset to 
November 7, 2003 with the six-month period for reply ending on May 7, 2004. 
Applicants ask the Examiner to confirm the grant of this petition by fax to (213) 
337- 6701 at the Examiner's earliest convenience but before the six-month due date 
of November 13, 2003. 



Biltmore Tower 

500 South Grand Avenue, Suite 1900 
Los Angeles, California 90071 
Telephone: 213-337-6700 
Fax: 213-337-6701 



Respectfully submitted, 



HOGAN & HARTSON L.L.P. 



Dated: November 10, 2003 




Bartfy M. Shuman, Ph.D 
Registration No. 60,220 



3 
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Extort* A 



DATK 
ATTN: 



FACSIMILE COVER. SHEET 
Technology Center 1600. 



FROM: 



NUMBER CMP PACES _[J_ 



XNd-ODlNG THIS P ACS; 




TB YOU HAVE NOT" RECJHlVBb ALLPAGBS OKlTiXS TR«wx»* 



ELEASB 



Received Nov-07-03 lZtlDmi FrwrnJ33057MQ 



To-Hoaan a Hartson L.L. Page 001 
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i 



TTvttt-ft-> e^g^S F"" ^ TttADKMAKK O^ICg 



' ' n^c r^T 

SgS^^fpOYT .F.BROWN * hKKRSENLLP 
TtfKEE EMBAXC ADERO CENTER 
SANFRANfTKrA CA 94111 



-T7-m^t5yDq5CTTm. I OQHW fctA-noHwu. | 



n76t-7Z7 



24S0 



examin£K 



3 



AOT 



HARRIS. ALANAM 



DATE MAILEDi 0 S/l3£003> 



Please findbekw and/or attached an Office camminmmikui 



concerning this applicffdon or proceeding. 



PTO-90C (JUt.07-C1> 

RacBiVBd Hdv-DT-03 12:10pm Frna-7D330S723Q To-Knflan A Hartson LA. Page UDZ 
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(Client NamtJ 



T-282 P. 007/01 6 F-845 




& TiadeWrk Office cod the dale stomped baton: 

Amendment 

Preliminary Ameodmem 

_ p PCT Appfication Including 

Pages < fr~ P age Abstract Claims 

> Application far Patent Including 

^ Pages Spec.__Page Abstract Claiins 

Declaration, Affidavit of Oath page(s)) 

Assign. Ck No. -Jar $ 

Verified Statement 

Letter of Tiansmittal 

Amendment Under 37 CF-R.1.312 (a) 

Check No.. forS 



Check NO.. 

m Check NO-_ 



Jot5_ 
JbrJ_ 



and Trademark office was received Is the Patent 



Drawing:* Of Sheets. 



Informal 



t Issue Fee •ftHTrnmttal 

Letter Re. 



Notice of Appeal 

IVtjtion ftnv. 



m Advance soft copy order 

Ck.No. F°**- 

I0S:_j<eferenccfi 

Certified Copyff of docs 




EL?15fll71EhUS 



File No. 



(Client Name)_ 
'1 The Following < 



I 1 ftlrademaik Office on the date 



Amendment 

Preliminary Amendment 

PCT Application Including 



pate Mail 




Declaration. Affidavit of Oath La 

m Assign. Ck No. for $ — — 

Verified Statement 

Letter of Transmittal 

Amendment Under 37 C.FJU.3I2 (a) 

Check No 

Check No for $_ 



Check Naj- 



jar S„ 





and Trademark office was received in the Patent 



Drawing; # of Sheets. 



formal 



JRage(s)) — 



.'issue Fee Transmittal o^C^Z iV F C 

Ujuer Re, - ^ ~ 

Advance soft copy order 
_ C£ M " J o * ' V '- ! 



IDS: References 

Certified Copy# of docs 
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PATENT 

Attorney Docket No: 89188.0008 (formerly 1376l-*27) 



In re application of: 
Peter C. Brooks 
Serial No: 
Piled: Herewith 
For: 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Art Unit 
Examiner: 



METHOD AND COMPSOTION FOR ANGIOGENESIS 
INHIBITION . 



CE RTIFICATE OF MAILING VIA ' ' « EXPRESS MAIL 
•Express Mail* Mailing Label No. ELZ1581Z126US 
Date of Deposit: October 23, 2002 

Box CPA 

Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

I hereby certify that 

E| two copies of a letter of transmittal for Continued Prosecution Application (CPA) Request 
check in amount of ft rAMT OF FH ING FEE1 as filing fee 

oetent application ( ranFPPMSiOFSPECI P age(s) of specificatio n; f# OF CLAIMS 
c, air n(s): f»OF PGfSl Q F ABSTRACT! page(s) of abstract 
ftf OF SHEETfSl OF DWGS1 sheet(s) of informal drawings 
executed Declaration and Power of Attorney 
assignment of the Invention to fNAME OF ASSIGNEE] • 

certified coDV of rcotJNTRYl patent application No. fAPPL-N #| which was filed 
jSTnQDATEI fr^ which priority Is claimed in the subject case pursuant to 35 U.S.C. 



□ 
□ 

□ 
□ 
□ 
□ 



□ 
□ 

12 



§119 

Preliminary Amendment 

information Disclosure Statement with r# OF REFERENCES], references 
^ return postcard 

« h«inn deposited with the United States Postal Service 'Express Mail Post Office to Addressee' 
SJlSS^SSSt JoSagl undSsT C.F.R. § 1 .10 on the date .ndiceted above and are addressed to: 

Box CPA 

Commissioner for Patents 
Washington. D.C. 20231. 



Date: October 23, 2002 

Hogan & Hartson, LLP 
500 South Grand Avenue. Suite 1900 
Los Angeles, California 90071 
Telephone: 213^337-6700 
Facsimile: 213-337-6701 



JvJilka Mickey 



Name of person mailing papers 
7 Signatui 
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Please type a plus sign (+) in sidgffis,b x:[T| 

l ■ — r~ ... n^.S.r.* of 195. no persons are ICQ' 



PTO/SB/29 (1»8) 
Aooroved tor use through 09/30700, OBM 0551-0032 
r-X*llL?f^ " W~ - ~ > > I Patent and Trademark Office: U.S. DE PARTMENT OF COMMERCE 

fc^AVW Ul f r 7* ^/ ^ J^S™ unless ltdisolays a vaB d OMB eootrol number. 

- ... - D ,~~n* RedJion aA Of 195, no pe rsons am W rospond to COP«*on ot Wt— M> -— 



UCUOn v» " "i ■"'i — 

CONTINUED PROSECUTION APPLICATION (CPA) 
REQUEST TRANSMITTAL 



Submit an oriflinal. ^« a«P**^ 
(Ofjy for CcmlnuafiCO or Divisional 1 application under 97 CFR WW 



CHECK BOX applicable: 
□ DUPLICATE 



Address to: 



Commissioner for Patents 
Box CPA 

Washington, DC 20231 



Attorney Docket No. 



First Named Inventor 



Express Matl Lotel No. 



Total Pages 



137BV727 

(New Dkt NO. €9188.0008) 



Peter & Brooks 



eL715817l26US 



SSSS^ INHIBITION. 



NOTES 

nUXGOUAUKCAVO,*:: T»e ^^^^^^^ ^^ ^^Z^/^Z 
?7Cfl? 1 ttfcfoTrS) We rtatfona/ sfaye a/ an /nteniaW ^^*V^^^^^foreMw29, 2«M. A CfiAmay fiefitedna design 

^ PH^: A co^^r^ ca** » *d « • ^ 37 <*K , M ^ musl be Wetf under 37 CFR 

WARNING: information on thte form may bee* me public. ^^S^mSS^ 1 

Kited on this form. Provide credit card information and authorization on PTO-M38. 



1. 

2. 
3. 



4. 

5. 



under 



n Enter the unentered amendment previously filed on P?ATE 1,116 FIRST FILED] 
37 C F R 1 116 in the prior nonprovisional application. 

Ss^ppt^ mentor* *» * e ^'^J ° FR 1 - 53(d)(4) ' 

? rfoS-ETf ^following inventor^) named in the prior nonprovisional application: 

' [lNVENTOR(S)' NAME(S) TO DELETE] . „ , erth . 

k n The Sventorfs) to be deleted are set forth on a separate sheet attached hereto. 
B ArJ2S£X attorney or authorization of agent (PTO/SB/81 ) will follow. 
Information Disclosure Statement (IDS) is enclosed: 

- n pro- 1449 

Citations 



r.npifes of IDS ' 



^^^^^ CM * 

Corrurdsstorter far Patents, Box CPA, Washington, DC 20231. 



(Pag 1of2) 



PAGE 9/16 1 RCVD AT 1111012003 5:12:30 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-2!1 * DNIS:7468000 ' CSID: « DURATION (mnws):W-14 



Hov-1 0-03 02:16pm Froin- 



T-282 P. 010/016 F-845 
/ fGfyz VpfV _/ 



CALCULATION OF FEES 



ITEM 



TOTAL CLAIMS FEE 



INDEPENDENT CLAIMS 



TOTAL NtX OF 
CLAIMS 



55 



-20 



NO. OF CLAIMS 
0VBIBASE 



LG/SM 
% ENTtTY FEE 



LG=J18 

$M=$9 



LG=$B4 



SIFEEJ 



$ AMOUNT 



$630 



SUBTOTAL - ADDITIONAL CLAIMS FEE (ADD FINAL COLUMN IN LINES A 4 B) 
MULTIPLE-DEPENDENT CLAIMS FEE 



BASIC FEE 



LARGE ENTITY FEE = $280 
SMALL B4TTTY FEE s $140 



LARGE ENTfTY FEE = 5740 
SMALL ENTtTY FEE = $370 



$ FEE 




$ 630 



$ (FEE| 



740 



TOTAL FIUNG FEE (ADO TOTALS FOR LINES C D. AND E) 



$ 1,$T0 



-USTlNOBPeNDeNT CLAIMS 1 and 43 



6. 
7. 



8. 
9. 
10. 

11. 

12. 

13. 



Deposit Account No.^o^^_m|^: 
a □ Fees required under 37 CFR 1.1 o. 
b" □ Fees required under 37 CFR 1.17. 
c * rj Fees required under 37 CFR 1.18- 
rn a check in the amount of S is enclosed. 

° 2S t? SSed 3 months) and the fee under 37 CFR 1.17(0 is enclosed. 

a □ Receipt For Facsimile Transmitted CPA (PTO/SB/29A) 

k* 153 Return Receipt Postcard (Should tx sperifieaPy h«mze4, See mpEPSOS) 

p l^Lor- pPscRIPTKIMOF-OTHERL. 



-— ap pi ic ation's correspondence address will carry oirer to this CPA UNLESSanew 

'' correspondence address is provided below. 



10. NEW CORRESPONDENCE ADDRESS 



Customer Number* Bar Co* Label 




or □ Newoonvcpondence address Betow 



26021 

PATENT TRADEMARK OFHCE 



NAME 



ADDRESS 



CITY 



COUNTRY 



WflUam E. Thomson, Jr. 



HOGAN A HARTSON LLP. 



$00 South Grand Avenue Sufte 1&00 



Los Angeles 



USA 



STATE 



TELEPHONE 



California 



ZIP CODE 



C21 3)337-6700 



FAX 



60071 



(21 3) 337-6701 



NAME 



11. SIGNATURE OF APPLICANT, ATTORNEY. OR AGENT REQUIRED 
William i E. Thomson, Jr., Reg. No. 29.71^^ 



SIGNATURE 



DATE 




23, 2002 




(Page 2 of 2) 
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{JT-JL--*- Bingham McCutchen 



i;:<Ui*rirJ!?£E» Scares. . , k _ . 

■Ewretyr- j»kp _ • • IP Docket Dept. 



I APPLICATION NUMBER | FILING DATC | ORP ART UNIT | F1LFEE RECD | ATTY.DOCKET.NO | DRAWINGS | TOT CLAIMS | IND CLAIMS | 

09/478.977 0170672000 1642 1382 13761-727 33 54 2 

nm-m 

1 CONFIRMATION NO. 2450 
RAJIV YADAV CORRECTED FlUNG RECEIPT 

THREE EMBARCADERO CENTER *OC000000009630704* 
SAN FRANCISCO, CA 94111 

Date Mailed: 03712/2003 



Receipt is acknowledged of a CPA in the regular Patent AppEcation. It will be considered in its order and you will 
be notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING 
DATE NAME OF APPLICANT, and TITLE OF INVENTION when i nquiring about this applica tion. Fees 
transmitted by check or draft are subject to collection. Please verity the accuracy of the data presented on this 
receipt. If an error is noted on this Ffling Receipt, please write to the Office of Initial Patent Examinations 
Filing Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt 
with the changes noted thereon. If you received a "Notice to File Missing Parts" for this application, 
please submit any corrections to this Filing Receipt with your reply to the Notice. When the USPTO 
processes the reply to the Notice, the USPTO will generate another Filing Receipt incorporating the 
requested corrections (if appropriate). 



Applicant(s) 

PETER C. BROOKS, HOLLYWOOD. CA; 

JINGSONG XU r ALHAMBRA, CA: 

ERIC PETITCLERC, QUEBEC CITY, CANADA; 



Domestic Priority data as claimed by applicant 



Foreign Applications 



If Required, Foreign Filing License Granted: 02/16/2000 

CPA filed on: 10/23/2002 

Projected Publication Date: 06/19/2003 

Non-Publication Request: No 

Early Publication Request: No 



Title 

METHOD AND COMPOSITION FOR ANGIOGENESIS INHIBITION »; : J rti'L^ 



m * 1 m 



Preliminary Class 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

GRANTED 

The applicant has been granted a ficense under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form, Suoh licenses are issued in all applications where 
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
flcense has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier ficense of similar scope has been granted 
under 37 CFR 5.1 3 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless It Is revoked. This ficense is automatically transferred to any related applications^) filed under 37 CFR 
1 .53(d). Tliis license is not retroactive. 



The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 ©); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FIUNG 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application, if 6 months 
has iapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 
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Ingham mccutchen 



March 19, 2003 



Direct (650) 849-4950 
a»toinette.kons)d@bingliajTi.com 



Bingham McCulchen UP 
1900 University Avertu* 
Ea«r Palo Alto, CA 
94303*2223 

650.8^9,4400 
65O.849.4B00 fax 

Boston 
Hartford 
London 

Lqi Angeles 
New York 
Sen Francisco 
Silicon Valley 
Singapore 

Walnut Create 
Washington 



William E. Thomson, Esq. 
Hogan & Hanson, LX J*. 
500 South Grand Avenue, Suite 1900 
Los Angeles, California 90071 

Re: Transfer of Patent Files for University of Southern California 
Dear Mr. Thomson: 

Enclosed is the following new mail for files which were recently transferred to you 
for your client, University of Southern California: 

1. Our Ref. 13761-727. Corrected Filing Receipt 

2. Our Ref. 13761-7068. Notice of Publication of Application. 

If you have any questions, please do not hesitate to contact me directly. 
Sincerely, 




AFK:pn 



Enclosures: As stated above 



321 04211. 1*2013761-21376107 £4 
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'% TTNnrEP States P^ttnt and Trademark OmcF — b ,^ ronMMk . H ,. > . 

si - " " 



Unlced S»4«0» Pntent srtid Trademark Office 
Adflra-rCOMMJSSIOKER OF PATENTS AND TRADEMARK? 

Alemuka.Voits^ 2315-USO 



Am-ICA7K>N NUMBER 



I FIRST NAMED APPLICANT | AXTY. POCKET NO- 
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